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DETAILED ACTION 

1 . This Office action is responsive to the amendment filed 16 October 2006. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-6 and 21-27 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Independent claims 1,21 and 25 have the new 
limitation "to decompress the compressed boot image into the storage device without 
copying a content of the compressed boot image to the storage device before 
decompressing the compressed boot image into the storage device." The specification 
teaches decompressing the compressed boot image into a storage device such as RAM 
(fig. 3, step 325; page 8, lines 15-18), but does not expressly teach whether or not the 
compressed boot image is first copied into RAM before it is decompressed. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall' conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 25-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 25 recites the limitation "the storage device" in the last line. Claims 26 
recites the limitation "a storage device" in line 2. There is insufficient antecedent basis 
for these limitations in the claim. Claim 27 depends on claim 26. 

Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

7. Claims 1-6 and 21-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ken Yap, "Etherboot Developers Manual", v5.0.1, 4 May 2001 ("Yap"), in view of 
Leung et al., U.S. Patent No. 6,282,647 ("Leung"), and Mahmoud, U.S. Patent No. 
6,567,911. 

As per claim 1, Yap teaches method comprising: 

creating a compressed boot image from a boot image for a network adapter (sec. 
3.2, applying compressor program to Etherboot image for network adapter); and 

programming the compressed boot image and programming a decompressor into a 
boot ROM of the network adapter (sec. 3.2, "Etherboot allows the code to be compressed 
before loading into ROM", decompressing loader). 

However, Yap does not expressly teach receiving the boot image for the network 
adapter from a server via a network. Yap refers to the boot image as a form of BIOS 
extension (sec. 3.1), which is commonly stored in an option ROM of an adapter card. 
Leung teaches receiving an option ROM image from a server via a network (col. 7, lines 
10-23) for the purpose of flashing the option ROM image into an option ROM of a host 
adapter (fig. 3, using option ROM BIOS programming utility 140; fig. 5, steps 414-420; 
col. 6, lines 7-18). Leung allows for "different types of host adapters" by implementing 
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them as PCI cards that connect to a PCI bus (col. 4, line 63 - col. 5, line 4). Network 
adapters, otherwise referred as network interface cards or NICs, for PCI buses are well 
known in the art. Yap teaches detecting whether or not an option ROM of a network 
adapter, which may be a PCI card, contains boot code (sec. 3.1). Thus, at the time of the 
invention, it would have been obvious to one of ordinary skill in the art that Yap's boot 
image may be received via a network in the manner of Leung's option ROM image, as 
Yap's boot image is a form of BIOS extension (Yap, sec. 3.1). 

Yap teaches further that creating the compressed boot image is performed by a 
utility program (sec. 3.2, compressor program). In order to be executed, Yap's utility 
program is stored inherently in storage device (sees. 3,1 & 3.2, RAM). Leung teaches 
that standard architecture has RAM located outside of adapter cards (fig. IB). Leung 
teaches a similar utility program (fig. 3, option ROM BIOS programming utility 140; fig. 
5, steps 414-420; col. 5, lines 30-39, RAM 120; col. 6, lines 7-18). 

Moreover, Yap does not appear to teach decompressing the compressed boot 
image into the storage device without first copying a content of the compressed boot- 
image to the storage device before decompressing the compressed boot image into the 
storage device. Mahmoud teaches decompressing an option ROM boot image directly 
into RAM without first loading the compressed boot image into RAM (figs. 2A & 2B, 
step 216; col. 6, lines 38-53). At the time of the invention, it would have been obvious to 
one of ordinary skill in the art that Yap may be modified to incorporate such "direct" 
decompression. A motivation would have been to conserve memory resources during 
boot up (Mahmoud, col. 3). 

As per claim 2, Yap teaches programming a loader into a boot image (sec. 3.2). 
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As per claim 3, Mahmoud teaches a header of the boot ROM for identifying an 
indication of a location of the decompressor within the boot ROM (col 5, lines 15-52). 

As per claim 4, Yap teaches programming a header into a boot image (sec. 3.2). 

As per claim 5, Yap teaches identifying in the header that the boot image is 
compressed (sec. 3.2). 

As per claim 6, Yap teaches identifying in the header a location of the loader in 
the boot ROM (sec. 3.2). 

As per claim 21, Yap teaches an electronic device comprising: 

a processor (sec. 3.1, CPU inherentin personal computer); 

a network adapter comprising a boot ROM with a boot image (sec. 3.1, "When 
network adaptors were made for the PC, it was a natural step to put ROMs on them that 
could contact a server for network booting."); and 

a storage device comprising a utility program that when executed on the processor 
is to compress a boot image for the network adapter into a compressed boot image and 
program the compressed boot image and a decompressor into the boot ROM of the 
adapter (sees. 3.1 & 3.2, stored inherently in RAM in order to be executed; sec. 3.2, 
compressor program), 

However, while Yap teaches programming a compressed boot image into the boot 
ROM of the adapter (sec. 3.2), Yap does not expressly teach the utility program for doing 
so. Yap refers to the boot image as a form of BIOS extension (sec. 3.1), which is 
commonly stored in an option ROM of an adapter card. Leung teaches a storage device 
holding utility programs (col. 5, lines 30-39, RAM 120) and a utility program for flashing 
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an option image into an option ROM of an adapter (fig. 3, option ROM BIOS 
programming utility 140; fig. 5, steps 414-420; col. 6, lines 7-18). ). Leung allows for 
"different types of host adapters" by implementing them as PCI cards that connect to a 
PCI bus (col. 4, line 63 - col. 5, line 4). Network adapters, otherwise referred as network 
interface cards or NICs,.for PCI buses are well known in the art. Yap teaches detecting 
whether or not an option ROM of a network adapter, which may be a PCI card, contains 
boot code (sec. 3.1). At the time of the invention, it would have been obvious to one of 
ordinary skill in the art to that Leung's programming utility may be applied to Yap's boot 
image, as Yap's boot image is a form of BIOS extension (Yap, sec. 3.1). 

Yap teaches further that creating the compressed boot image is performed by a 
utility program (sec. 3.2, compressor program). In order to be executed, Yap's utility 
program is stored inherently in storage device (sees. 3.1 & 3.2, RAM). Leung teaches 
that standard architecture has RAM located outside of adapter cards (fig. IB). Leung 
teaches a similar utility program (fig. 3, option ROM BIOS programming utility 140; fig. 
5, steps 414-420; col. 5, lines 30-39, RAM 120; col. 6, lines 7-18). 

Moreover, Yap does not appear to teach decompressing the compressed boot 
image into the storage device without first copying a content of the compressed boot 
image to the storage device before decompressing the compressed boot image into the 
storage device. Mahmoud teaches decompressing an option ROM boot image directly 
into RAM without first loading the compressed boot image into RAM (figs. 2 A & 2B, 
step 216; col. 6, lines 38-53). At the time of the invention, it would have been obvious to 
one of ordinary skill in the art that Yap may be modified to incorporate such "direct" 
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decompression. A motivation would have been to conserve memory resources during 
boot up (Mahmoud, col. 3). 

As per claim 22, Yap teaches programming a loader and decompressor into a boot 
image (sec. 3.2). 

As per claim 23, Yap teaches the boot image is further to boot an electronic 
device (sec. 3.1). 

As per claim 24, Yap teaches a BIOS to detect the boot ROM (sec. 3.1, main 

BIOS). 

As per claims 25-27, since Yap/Leung/Mahmoud teaches the method of claims 1- 
6 and the device of claims 21-24, Yap/Leung/Mahmoud teaches the claimed method. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



examiner should be directed to Albert Wang whose telephone number is 571-272-3669. 
The examiner can normally be reached on M-F (9:30 - 6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas C. Lee can be reached on 571-272-3667. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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